














Intellectual property focus

L’Oreal SA and others -v-
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L'Oreal SA -v- eBay

Bellure NV and others
(Case C-487/07) Times
29.6.09 (ECJ)

Imitation products

Bellure used similar packaging and
bottles for its imitation fragrances to
L'Oreal’s luxury brands. While there was
no confusion between the two parties’
products, this use by Bellure was held
by the European Court to amount

to trade mark infringement because
Bellure was taking an unfair advantage
of the reputation that L'Oreal had built
up in its trade marked packaging and
bottles.

The judgment also affects producers
and advertisers of imitation products
who seek to use the Comparative
Advertising Directive to defend trade
mark infringement claims where

they have published advertisements
comparing imitation products with
well-known brands. Bellure referred to
its products alongside L'Oreal's product
names. The European Court said that
a statement comparing a replica of
another product bearing a well known
trade mark constituted unlawful
comparative advertising which could be
prevented by the proprietor of the well
known mark. Article 5(2) of Directive
89/104 meant that the taking of unfair
advantage of the distinctive character
or the repute of a mark did not require
that there be a likelihood of confusion
or of detriment to the repute of the
mark or to its proprietor.

The advantage arising from the use by
a third party of a sign similar to a mark
with a reputation was taken unfairly
by that third party where it sought to
ride on the coat-tails of the mark with
a reputation and to exploit, without
paying any financial compensation,
the marketing effort expended by the
proprietor of the well known mark.

[2009] EWHC 1094 (Ch)
Interflora -v- M&S

[2009] EWHC 1095 (Ch)

Sponsored website links

Two cases heard recently by the High
Court have resulted in referrals to the
European Court of Justice (ECJ) on the
question of whether use of a registered
trade mark in an internet Adword or
sponsored link constitutes infringement
of that registered mark by any of the
parties involved.

The first of these also raises issues
relating to L'Oreal's attempts to prevent
the sale of counterfeit and grey market
perfumes and cosmetics via eBay. The
cases in France and Belgium have been
decided in favour of eBay, the case

in Germany was decided in favour of
['Oreal and the outcome of the Spanish
case is awaited.

In Interflora -v- M&S the English High
Court refused to grant Interflora an
interim injunction against Marks and
Spencer and others to stop them from
using the term 'Interflora’ and close
misspellings as a sponsored Google
Adword search term.

Patchett -v- Swimming

Pool & Allied Trades

Association Ltd [2009]

EWCA Civ 717
Misrepresentation on website

A trade body for swimming pool
installers escaped liability for a
misrepresentation on its website that
wrongly suggested that a company
employed by the claimants was a
member that had been vetted as being
creditworthy. The court accepted that
there was "a sufficient relationship
between SPATA and the claimants, as
typical examples of those who would be
expected to use the website to identify
a SPATA member to install a pool, to
satisfy both the test of proximity ... and
the further test that it would be fair just
and reasonable to impose a duty upon
SPATA that it should take reasonable
care to ensure that the representations
it was making were true." However the
site's warning to visitors to make further

enquiries led a majority of the Court of
Appeal to find that the assumption of
a duty of care towards welbsite visitors
had been excluded.

Actavis UK Ltd -v-

Novartis AG [2] [2009]

EWHC 41 (Ch)
Obviousness in patents

The courts have recently clarified

the test for when an invention is
'obvious’, so that a patent awarded to
protect it can be revoked. If a patent
has been awarded for an invention
that is 'obvious/, it can be revoked
because it lacks an inventive step. The
test is whether an unimaginative but
skilled person, with coommon general
knowledge in this area, would think

it was obvious. Common general
knowledge is knowledge generally
known by that skilled person, that they
would automatically accept as reliable.

In Actavis, the court considered
whether this included what is known
as "secondary common general
knowledge”, that is, information

that would not necessarily be to the
forefront of their mind, but that they
would routinely obtain or be provided
with to tackle the problem - for
example, review articles.

The court said that common general
knowledge could extend beyond
general information which the skilled
person would know as a matter

of course or could find in leading
textbooks, such as information in review
articles, but that the information: had

to be "regarded as highly probable to
be reliable”; would certainly be found
by the skilled person doing his job
properly, as part of his normal approach
to the task of identifying sources of
information to use as a starting point;
and had to inform and guide the skilled
person's approach to the problem from
the outset. The more that a "diligent
search” was necessary, following leads
and cross-references, the less likely that
the information was common general
knowledge.
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person subseguently acquired title to
the invention they did not acquire the
right to enjoy priority, as they were not
entitled to claim priority when the later
application was made.

Edwards Lifesciences
AG -v- Cook Biotech
Inc [2008] EWHC 1900
(Pat)

Patent priority dates

Jurado Hermanos SL -v-

The English Patents Court has handed
down a significant judgment that
determines the priority date that should
be given to a patent. This is important
because it determines the relevant prior
art that can be deployed against the
patent. The court, interpreting Article

4 of the Paris Convention (Stockholm
revision), held that a person who files mark did not have any right to apply
a patent application can enjoy priority to restore a lapsed trade mark unless
only where either he had filed the earlier  the licensee had obtained the trade
patent application (from which priority mark owner's express authorisation

is claimed) or he was the successor in to request renewal of the Community
title to the person who had. Where a Trade Mark's registration.

OHIM Case T-410/07 12
May 2009

Trade marks - rights of
licensee

The European Court of First Instance

Procedural focus

Without prejudice communications remain inadmissible

Ofulue -v- Bossert [2009] 2 WLR 749

The House of Lords has reinforced the principle of inadmissibility of ‘without
prejudice’ communications. Two successive actions were brought between the
owners and occupiers of a property. The House of Lords refused to allow that a
without prejudice offer to purchase the property, as evidence of acknowledgment
of title made in the earlier proceedings, be produced in subsequent proceedings
relating to the same property.

Negligence focus

Abraham v (1) G Ireson & Son (Properties) Ltd (2) Stanley Reynolds
(t/a Reynolds & Spademan [2009] LTL 6/8/2009

Although a former employee's exposure to asbestos was light and intermittent,
the overwhelming likelihood was that it had caused his mesothelioma. However,
the exposure was not negligent as it was unlikely that during the periods of his
employment, his employers would have believed, on reading the relevant literature
available at the time, that he was or might be exposed to the risk of an asbestos-
related injury. The employers had no special degree of knowledge or personal
experience which would or should have alerted them to the potential risk.
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